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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

TOPICLEAR Inc.,

Petitioner,
Cancellation N

V. Registration N
K & N DISTRIBUTORS,

Registrant.

BRIEF IN RESPONSE TO REGISTRANT’S OPPOSI

Qi

O.

92062923

4,818,656

TION TO

AMENDED PETITION FOR CANCELLATION

The registrant has voiced objection to the
Petitioner’s Motion to Amend its Petition for Cance
set forth as a single new count paragraph.

It would seem wasteful to file an entirely
Petition repeating each and every count of the orig
Petition which counsel for the Registrant has and i
familiar with.

More importantly, the Registrant deems the
as “legally insufficient” and would serve no useful

Through discovery, I was able to determine that the

fact that

llation was

new
inal

s totally

new count
purpose.

packaging



of Registrant’s product was imported from another |country and

was not marked with the country of origin, in violation of

federal law. See 19 C.F.R. §134.11 and §304 of ths

of 1930 as amended.

Tariff Act

This Board and the courts have consistently held that

to qualify for a federal registration, the use of |the mark in

commerce must be “lawful”. E.g. The John W. Carson
Toilets,com, Inc., 94 USPQ2d 1942, 1947-1948 (TTARB

re Midwest Tennis & Track Co. , 29 USPQ2d 1386 n.2

Found. V.
2010); In
(TTAB

1993); In re Stellar Int”1, Inc., 159 USPQ48, 50-51 (TTAB

1968)

Therefore, any goods or services for which

the mark is

used must not be illegal under federal law. “Use in Commerce”

means a “lawful” use in commerce and the shipment of goods in

violation of a federal statute is not recognized as the basis

for establishing trademark rights. Clorox Co. v. Armour-Dial,

Inc. 214 USPQ850,851 (TTAB 1982); In re Pepcom Industries,

Inc., 192 USPQ400,401 (TTAB 1976) Also, In re Silenus Wines,

Inc.,189 USPQ533 (TTAB 1975).




Despite the allegations of counsel for Regi

strant that

the TTAB is not the appropriate forum to adjudicate a claim

such as this, the Board can certainly rule on what
claims is illegal use in commerce to determine the

Registrant’s trademark rights.

In view of the comments above, Petitioner’ls

Amend its Pleadings should be granted.

October 20,

2016

Petitioner

validity of

Motion to

Res:a?ully submi;?;

Donald L. Dennison
Attorney for Petition
Ladas & Parry LLP
1727 King Street
Suite 105
Alexandria, VA 22314
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